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+ THE COMMISSIONER FOR THE SOUTH o |
AFRICAN REVENUE SERVICES First Respondent

THE COMMISSIONER FOR CUSTOMS
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) PAT'E"L J:

[1  This Is a case of importation of suspected counterfeit goods.

. Lord Nicholls of Birkenhead in R v Johnstone UKH [2003] 3 All

ER 884 (HL) para. [28] at 887g noted:
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e into compllance With the prowsnons of the Agreement on Trade -

“,  Counterfeit goods and pirated goods are big
business. They account for between 5% and 7% of

world.drade- ... - Counterfeit, goods .comprise- cheap

" imitations ‘of authentlc articles; .as with “Rolex’
watches. Pirated goods comprise illicit copies of
the authentic article which are not sold under the
trade maik of the authentic article.”

Counterfeit goods either in the form of imitation or cloning are
considerad as part of an intemational organised crime. The'

Counterfeit Goods Act 37 of 1997 is 2 measure to enable owners

of intellectual property rights to act against the counterfeiting of

their products. It also provides for a systematic enforcement

mechanism to attain this objective. ' The Act bnngs South Afrlca

Relafed Aspects of Intellectual Properly Rights (TRIPS). It is

doubtful whether all imitation goods are protected goods or only

those irnitations of branded goods. Unbranded imitations may

not necessarily be regarded as counterfeit goods. It may be

critically important to determine whether the items are branded or

unbrandled ii'nitationé of authentic products: since it is a nptoricus )

fact thet in many Far Eastern"c':ouritries the manufacturing of
unbrarcled imitations is a lawfully legitimate and viable industry

and not necessarlly pert of globally organised crime. A bona fide

' Generally see; R Songea, ‘A brief discusslon on counterfelt goods and the
Counterfelt Act 37 of 1997, Codisillus XXXXI, No. 1, 45-52; Owen H Dean, ‘The
Counterfelt Goods Act 37 of 1997" (1998) 10 SA Merc L J33-57; O HDean,
Handbook on So.th African Copyright Law, Chapter 17, 1-121/149.
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and an undiscerning importer may be an innocent importer of

,' vwhat miay- later appear to be suspected counterféi‘t goods Th‘e,-;.-,,‘e

| intellectual pr0perty nqht owner has the facility to guard against

the imgortation of counterfeit goods into the country. To this
extent the government comes to the assistance of intsllectual
property right owners to seize and detain suspected counterfeit

goods entering the country. However, seizure and detention of

- such gcods must be lawful,

In this .apphcatzon, a close corporation, Sterhng Auto Distributors

s the. apphcant lt s seeking an order declarmg that a

"conmgrment of automobile parts detamed and seized by the

respondents, the Commissioner for the South African Revenue
Services (SARS) and the Commissioner for Customs and Excise,
is unlawfully detained and seizéd in terms of the provisions of the
Customs and Excise Act 91 of 1864 (C&EA) read with Counterfeit
Goods Act 37 ~of 1997 (CGA).- |t also seeks an order. dlrectmg

the respondent 10 release the goods to the apphcant

The background of this application is that on 28 May 2003, a high
cube container, marked EMCU 8096150, arrived by ship from

Taiwan at Durban harbour. The Bill of Entry for the consignment

was accompanied by an invoice. The consignment consists of .
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788 cartons containing & 139 pieces and 15 sets of motor vehicle

' -'parts and@ooessorles The customs value ofthe gons gnment is

R120 629 00. The container was mltlally detamed by M Ogle. an
import assessment officer for Customs and Excise. Presently
the conteiner is stored at Green Africa Container Depot. It is the
Warehousse chosen by the applicant’s agent, SA Mercantile
Corporation (Pty) Ltd. The container was opened on 4 June, but
because of its size and number of itoms contained in ft, it was not
possible to unpack it and only certain samples were extracted.

These were headlamps' and front grills. They were taken by St.

John th a forensnc sp<=c|atist in counterfelt goods, for vernflcatxon

so as to whether they are in fact counterfeit goods ornot. On6
June, Ebrahim Bharath, a customs officer, contacted Pitt to
ascerfain whether he -eceived any confirmation from Adams &

Adams, a firm of aftomeys representing both BMW and Mercedes

? Under section 1-“counterfelt goods” meant goods that are the result of counterfeiting,
and includes any neans used for purposes of counterfeiting. And “counterfeiting” “(a)
mesns, without the authority of the owner of any intellactual property right subsisting in
the Republic in respect of protected goods, the manufactunng producing or making,
whether in the Republic or elsewhere, of any goods whereby those protected goods
are imitated in sush manner and to such a degree that those other goods are
substantizlly iden:ical copies of the protected goods; (b) means, without the authority
of the owner of any intellectual property right subsisting in the Republic in respact of
protected goods, manufacturing, praducing or making, or applying to goods, whather in
the Republic of elsewhere, the subjsct matter of that intellectual property right, or a
colourable imitation thereof so that the other goods are calculated to be confused with
or to be taken as being the protected goods of the said owner or any goods
manufactured, produced or made under his or her licence; or (c) where, by a notice
under section 15 of the Merchandise Marks Act, 1941 (Act No. 17 of 1 941) the use of
a particular mark in relation to goocis, except such use by a person specified in the
notice, has been prohibited, meane, without the authority of the specified person.
makmg or applying that mark to goods, whether in the Republic or sisewhsre..”

A

v

PR T

A EER




-9

q

[4]

Benz and whether the sarhples were sent for verification. St. Pitt

“ " InformeckBharath that he did not recéive ahv gonfimation. -

Subsequiently, on 17 June, 8t. Pitt informed Bharath that the
samples were confirmed to be counterfeit. The following day the
latter received from Adams & Adams two afiidavits, one deposed

to by David John Richardson, the brand protection manager of

" Daimler-Chrysler South Africa, and the other by ‘Christopher

Hastings Joy, the busiress development manager of BMW South

Africa (Pty) Limited. Adams & Adams, on behalf of both their

clients, informed SARS that ther clients would indemnify SARS:

and ité officers agéiﬁsf any liabilify that may be incurred pﬁrsuant
to the detention, in terms of the C&EA and/or seizure and
detention in terms of the CGA and any other action with or
delivery of the goods in terms of legislation, including but not

limited to the CGA and C&EA, where such detention, seizure or

other act were performed at their clients’ request. An

N uhdertaking was also giveri by Adams & Adams, on behalf of

78 ON

their clients, to SARS that any expsnses that may be incurred by
the latter pursuant to *he seizure and/or detention of the goods

and to pay and arrange for the removal of such'goods to a place

of storage, and to pay any storage costs, including state

warehouse rent as determined by SARS and to arrange for and
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pay for the destruction of goods if go required where such

sasgkmszai o expenseswere incurred as a result of thie request by them.... - iiowsrms odosr

[§] On that day Bharath .nformed Dylan Naiker of the applicant's
clearing agent that he received the necessary confirmation and
the container needed fo be re-examined in order to make an
inventory and take samples of all th_e items contained in it. This
re;-examination was held at the Green Africa Container Depot on
19 June. Harilall of the applicant's clearing agent was also
present, Sharmalén Arumagam, the manager of the depot

T indibatec that it Wés pb’t'poséible o uripac_:k ;the contairi_e'rl'sjncg its o
| 'warelhouée facilitieé werg not adequéte to ‘meack a high cube
container and also because of the fragile nature of the goods as
well as the flimsy nature of their packaging. Bharath consulted
his quality assuror, Jask Kraft who advised that the applicant's
clearing agent should ke asked to move the container to the New
Pier State Warehouse where it could be unpacked under custom
. control. The cohfaiﬁér was not transferred to the state warehbuseL
and an inventory was riot taken of the goods in the container. It
is presently stored at the Green Africa Container Depot and

remalns at the depot. On 9 July, Bharath referred the

investigation to the Anti-Smuggling Team.
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[6] It is against this background that on 14 July 2003 the app!icant v |

' Ia‘Uan%( an urgent aplication-far.an order.'m..the following terrns_ig;gm'* R

“.  that in terms of Rule 6(12) of the Uniform Rules of
Court the forms and services as provided for in the
Uniform Rules be dispensed with including the
provisions of Rule 6(13) of the Uniform Rules of
Court;

2, to the extent necessary that the usual forms of
service be dispensed with and that service upon_.-
the First and Sécond Respondents by the
Applicant's attorney’s messengers be sanctioned

, as constituting proper service in light of the

- _ ‘ - urgency of thls matter‘

3. that it be’ and is hereby declared that- the'.'-,?
consignment of motor vehicle parts contained in
containe* number EMCU 9096150 is not being
lawfully or properly retained in terms of the
provisior:s of the Customs and Excise Act No. 91 of
1964 and/or the Counterfeit Goods Act No. 37 of
1997,

4, that the First and/or Second Réspondents be and
are hereby directed to release the goods to the
applicant forthwith;

,' . & that the First and/or Second Respondents pay the
' ' "costs of this application;
€. such further or altemative relief as this Honourable
Court may deem fit.”

[71 On the same day, application papers were served on the

respondents. The matter was placed on the roll for hearing at

8 4 98 ON SWYQY % SAYQY [1:0 7657914 €.
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14:00 01 Friday 18 July 2003, when it was postponed sine die

- «and costs were reservadw\Subsequently, on 8- Septemb%ma W -

appllcati on came before me in the urgent court on the basis that it

~ has somie degree of urgency under the tag of being semi—urgent.

The applicant contended that the container is stored at Green

Africa Ciontainer Depot. It is not a counterfelt goods depot S as

defined in the CGA., The respon&ents’ seizure and detention, - .

without removal it to a counterfeit goods depot, compels the

applicant to pay daily storage charges. Mr Wheeldon, for the

.apphcanf argued tha* m terms of the prows:ons of the CGA, .

storage fees for counterfeit goods are for the: account of the |

complainant. Therefore the container should be moved to the

" counterfelt goods depot. In the absence of such a removal, each

day of seizure and detention of the container by the respondents,

 causes financial loss to the applicant. The storage fees that the |

applicait has to pay outweighs the value of the goods.

Consecuently, it diminishes its. potential profits. It causes not |

only financial loss but also erodes its goodwill since it is unable to

® Under section * “countsrfeit goocs depot” means a place designated under section
23 to be a counterfelt goods depot, and includes any place deemed by section 7(1 )(c)
to be a counterfeit goods depot.” Section 23 pravides: “(1) The Minister, by notice in
the Gazefle, may from time to time designate any place defined in the notice {0 be a
counterfeit goods depot for the purposes of this Act, and may In a like manner amend
or withdraw suct a notice at any time, (2) The Minister must in respect of counterfeit
goods depot appoint any fit and proper person as the person in charge of the
counterfeit good:s depot.”
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fulfil the orders for motor vehicle parts placed by its customers. -
_,M S was submltted that no+awarg of damages can ameuara.te J!;L,M. o
| fdlmmutlcn of nts goodwll when its clients and potentual customers |
gain the impression that it cannot make good on its promises to

fulfil their orders.

9] Qn behalf of the respondents, Ms Khatri argued that the matter is
not urgent because the costs of the storage are for the importer
pending the retum of the good“s by customs officiale.  She

 submitted, without citing any authorities, that It is ‘a term implicitly
" : - '4 | consantvd to by an lmporter when goods enter the Repubhc and
| this is Sancttoned by sectlon 107(1)(a) and (2)(a) of the Customs
-and Exc se Act. There is no merit in this submission. Interms of
sub-segtion (1)e) all haﬁdling of and dealing with goods for the
purposes of C&EA must be performed by or at the expense and
risk of the importer or owner of the goods, or whoever has control
of the goods ThlS Is.a peremptory prowswn and it appears that_
 the handling for the purpose of the C&EA must be perfomed by
the persons concemed. *  More pertinently subsection 2(a)

provides:

Y

* . *H C Cronje, Cus:tomsv and Excise Service, 12-26. |

0L 4 b8 oN SNYAY % SAYOY 3,171 9107934 '€




L

d

IV 0T R *
.

(o)

(11

10

“Subject to the provisions of this Act, the Commissioner

shall not, excep! o&su(ch condltions relatmg to’ securg%

‘ n'ay be determined by him, aliow goods to pass from his =

control until the provisions of this Act or any other law

relating to the inportation or exportation or transit carriage

through the Republic of goods, have been complied with in

respect of such goods, and the State or Commissioner or

any officer shall in no case be liable in respect of any . claim "

' arlsmg out of the detent:on of goods pending the dems:on

of the Commlsssoner or for oosts of such detention.”

This provision is elso peremptory and when 'd'é{'a‘ihing go0ds for
examination the Commissioner is giving effect to this statutory
injun;stion, which may elso be for the purposes of ascertaining
whether the goods are liable to forfeiture. ° These provisions are

purely for the purposes of customs and excise and cannot be

. invoked for purposes of the GCA.

However, despits the respondents’ tentative resistance this-

matter certainly gualiies as having some degree of urgency.
The applicant Is and will suffer prejudice if it is to wait for a

hearing in the ordinary course because of the actual or potential

5 C.r.onje, ibid, 12-27. See: sections 87 and 88 of the CR&EA which provides for goods
liable to forfeiture and seizurs,
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L 6(12) of the Umform Rmas of the-High Court an;.,  aliowed the

[12)

11

loss to its commercial interest, ® It justifies the invocation of Rule

matter te proceed in the urgent court,

Now, tuming to the merits of the matter, in the answering

affidavit, purportedly deposed to on behalf of the respondents,

Ebrahim Bharath describes himself 55 8 “custorns officer’ as well

as a “custorns official” in terms of the C&EA and glleges that he is

“an ir'zspecter” in terms of the CGA. This allegation is denied by

“the apphcant The allegatxon on Bharath's part tha’t he is an

lnspector us msufficuent It is trite that he who a!leges must prove

that allegation. There is no proof before the Court that Bharath.

is indeerd an inspector either by appointment in terms of section

22(2)(a) or designation by virtue of section 22(3). 7 In section 1

an “inspector” is defined to mean “any person who under or by

* See; Twentieth Century Fox Film Corporation and Another v Anthony Black Films

(Ply) Ltd 1982 (3) SA 582 (W) at 586G; Bandle Investments (Ply) Lid v Registrar of
Deeds and Others 2001 (2) SA 203 at 213E-F,

T Section 22 reads; “Minister's powsr to appoint or designate mspectors (1) The
Minister may appoint any fit and preper person @8 an inspectar for the purposes of this

. Act. (2)(a) the Minister, by notice in the Gazette, may designate any specified class or

category of persons to be inspectors for the purposes of this Act. (b) The Minister, in
a like manner, msy amend or withdrraw such a notice at any time. (3) The Minister or
any official acting under the authorily of the Minister, must issus to each of the
inspactors contemplated in this section a certificate in the prescribed form stating that
the. person in whose name it has been Issued has been appointed or designated an
lnspector (as the zase may be) in terms of or by virtue of this Act.”
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virtue of section 22 has been appointsd as or dasignated tobean . i |

lnspectcu' gp; the purpgse of this Act, as w/!l as =

g 9-".;(’-’-!\'- e :'l-r.'..:.'-'- o T T 'T"“'k:""“"‘-“c'ff‘:‘?':‘.‘

(3)

(£)  the Commissioner for Customs and Excise and any
official contemplated in section 15(9), iﬁ performing
their functions in the circumstances contemplated in

section 15(4),".

Ut .‘.[13]. Sectlon 15(9) prowd(as that for the purposes of sectlon 15,

- RN cusz‘oms authorities” are the South African: Revenue Serwce in
its division: Customs and Excise and the members of which are
commigsisioners and those officials who are “officers” within the
contemplation of the definition of an-“officer’ in section 1(1) of the
C&EA. 8uch an "officer’ is defined 1o mean “a person employed
on any duty relating to customs and éxciss by order or with the
concunence of the Comm/ssioner whether such’ order has been

', given or such concurrence has been expressed before or after

the perormance of the said duty.”

[14] It is apparent that Bharath Is a person employed by SARS on

.+ duties -elating to customs and excise, but there is no evidence

TR SNYQY 0 Sy 81°0, v1I7 934 €,
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that he is an inspector either by appointment or designation to

5 perform thosg £l’:1ncﬂons ln the c:rcumstancea cggtremplated in ..~

section 15(4) of the CI3A. ThiS sub-section prowdes that when
“an appl cation is made by the owner of an intellectual property
right to the Commiss:oner and when such an application has
been granted, all goods which are stipulated goods, or are
suspectad on reasonable grounds to be stipulated goods,
imported into, or entering the count"ry during the period specified

by the Commissioner may be seized and detained by the

customs authorities under the C&EA, as varied by the CGA.® In

general terms In carrylng on thelr functnons customs authontles
will ac1 mutatis mutandls as though they are mspectors
 exerclsing their powers on thelr own initiative. ° Section 15(7)

categorically states:

® Section 15(4) reads: “When an application made in terms of subsection (1) has been

. granted and notlcs thereof given in terms of subsection (5), all goods that are

counterfeit goods of the type with reference to which that application was made
(hereafter called tne stipulated gooxls), or suspected on reasonable grounds to be
stipulated goods, and imported Into or entering the Republic from time to time during

. the period determined by the Commiissioner (which may be shorter than the period

applied for), may s selzed and detained by the customers authorities in performing
their functions under the Customs znd Excise Act, 1984 (Act No. 91 of 1884), subject

ta the provisions of subsections (8) and (7) of this secfion.”

? Section 15(6) pravides: “For the purposes of acting under subsection (4) in relation
to goods that are stipulated goods or suspected on reasonable ground to be stipulated
goads — () any member of the customers authorities will act mutatis mutandis as if he
or she were an inspector who, In connection with counterfeit goods or alleged or
suspected counterfeit goods, were exercising the powers contemplated in section 4(1)
on own initiative in terms of section 3(4). (b) the following provisions of this Act will
apply mutatis muiandis in relation to any member of the customers authorities, namely
— (ij the provision: in accordance with or subject to which the powers contemplated in
sechion 4(1) may e exercised by an inspector so acting on own Initiative; (ii) the
provisions by which any other power or any right, function, duty, obligation, exemption,
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. ""he customs authorities will not be obliged to act in terms
- . .of .subsegtion'~4) unless the ownet..of.tbe intellectual’. .=

property right, the subject matter of which. is alleged to'be
featured or borre by or incorporated or embodied in or to
have been appied to stipulated goods, furnishes to the

Commissioner gecurity in the manner and amount that the -

Commissioner may be incurred pursuant to the seizure
and detention of goods or anything done in relation to
goods when acting or purportedly acting under the section
and to cover any expenses that may be.incured in
effecting the seizure and detention of the goods.”

There i3 no evidence that the owner or owners of the alleged

intellectual property right or rights invoked the provisions of

-séctioh 15(4) by méking the necessary ap‘p}ications to‘thé ge‘cmd'

respohc ént. Ms Khétr:i was at pains to persua'de me that in' the
case of counterfeit goods nothing more is done until the
confirmation armrives in the form of affidavits which are then
treated as.an applicaton by the complainant in terms of section

15(4). However, a facility that is afforded to an owner of an

_ intellectual property right to enter into an arrangement with the -

second respondent in terms of which she or he must restrict the

importation of goods which are suspected counterfeit goods.

.indemnity or liability is conferred or imposed on an inspector so acting. However, the
Minister, at the rejuest of the Minister of Finance acting on the recommendation of the

Commissioner, may by notice in the Gazsite exempt the members of the customs
authorities from a1y of the provislor.s made applicable by this paragraph if satisfied
tha there are suitable and appropriate alternative arrangements made by or uncjer the
Customs and Exciss Act, 1984, that cover the purpose of the provision fram which
exemption is sougiht.”
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There is no evidence before the Court that both Daimler—Chrysler

.....

possnble’ for them as If will become apparent Iater to mvoke the
provisions of section 15 through the proverbial back door
becaus: section 15(7) is a bar until the intsllectual property right
holder 1’umishgs security to the Commissioner. Furt.h-er, section
15(4) must be read with section 3(4) and 4(1) of the CGA.
Section 3(4) provides that an inépec.:tor who suspects that an act
of dealing in counterfeit goods ha’étaken place, is taking place; or
Is likely to take place, can on his own accord take appropriate
. steps in terms of section 4(1), provsded that the requirements of-,“, o "

that section are met. Owen Dean noted 10

“A person with an interest in protected goods (including the
attorney, ageni, or representative of such a person),
whether as the owner.or licensee of an intellectual
s property right, or as an importer, exporter, or distributor of
protected goods, has locus standi fo lodge a complaint in
respect of counterfeit goods. A complainant in respect of
counterfeit goods can lay a complaint of dealing in
counterfelt goods with an inspector,  Such complaint may
refer to the zctivities of an - individual or of persons
¢enerally, or to a multiplicity of acts. The complaint must
allege that an act of dealing in counterfeit goods has been,
is belng, or is likely to be committed; such allegation must
be based on a reasonable suspicion. The complainant
must furnish information and particulars to the satisfaction
of the inspector to the effect that the alleged counterfeit
goods are prima facie counterfeit goods. He can do'so by
showing the inspector a specimen of the genuine

1% Owen H Dean, ‘The Counterfeit Soods Act 37 of 1997 (1898) 10 SA Merc LJ 33 at
35-37
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protected goods (if they exist) and the counterfelt goods.
If it is not reasonably possible to produce a specimen of
the counterfeit goods, he.can furnish sufficient information

" . and particulars from which the essential physical and other

distinctive featu-es, elements, and characteristics of the
alleged counterfeit goods may be ascertained, Also, the
complainant must furnish sufficient information and
particulars as to the subsistence and extent of the relevant
intellectual property right and his title to or interest in that
right. '

An Inspector who is reasonably satisfied that the person
le;ying the comp!aint prima facie qualifies as a complainant,
that the intellectual property Tight in question prima facie
sJbsists, and that the goods claimed to be protected
goods are prima facie protected goods, is entitled.to take

. various steps if the suspicions of the complainant appear

) be reasonable in the circumstances. An inspector who
suspects that an act of dealing in counterfeit goods has

_taken place, Is taking place, or is likely to take place, can
. of his own acccrd also take these steps, provided that-the .

above requirements are met."

For present purposes, section 4(1) reads:

‘4.  Inspector’s powers in relation to counterfeit

goods -

(1) I, pursuant to any complaint laid Wwith an
inspsctor or on the strength of any other
information at his or her disposal, the inspector
has reasonable grounds to suspect that an

offence contemplated in section 2(2)has been or

is beiﬁg committed or is likely to be committed, or

SWYQY % SAvVY
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fo belleve that an act of dealing in counterfeit —

goods has taken or ,lj_s__:_"'_tgzking place’ or is lIKelY.10.. .5, i inyscems

fake placé; he or \she has fhé poWer, in
accorclance with paragraphs (a) to () of section

5(1) -

(a) to enter upon or enter any place, .premises or
vehicle in order to inspect any releyant goods . .. . :\, .
and seize an;x? suspected countsrfeit goods,
and may seize any suspebi‘ed counterfeit

. goods found Snd lcéAuse them to be detairiegl -
in accordance with this Act, and, where
applicable, remove the suspected counterfeit

goods for the purposes of detention;

(b) to collect or obtain evidence relating tfo the
suspected counterfelt goods or the relevant

act of dealing in counterfelt goods;

(¢) to conduct at, on or in such place, premises or
vehicle whatevsr search may be reasonably
necessary for the purposes of paragraph (a)

or !b) (including the search of a person); and

SWYQY 9 SAV(Y 00 ¢y 7057 934 €,
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(d) to take whatever steps may be reasonably
et el neessary.in.omlerfo terminate the relevant ...

act of dealing in counterfeit goods

(2) Subject to section 5(2), the powers conferrsd on
an inspector by subsection (1) may be exercised
only on the authority.of a warrant iésued under
section 6, and ma); be exercised whereyer the
suspected act of .dealing in counterfeit goods has
taken or Is faking place or is likely to take place

ot ."; - BT ',jo'r is suspacted ;o.n reasonable 'groi:lhds,to_ have

' 'taken jplace or to be taking place; "
[17] And section §(1)(c) provides:

*5. Extent. . of Inspector's powers in relatlon to

counterfelt goods -

d (1) An inspector acting on the authority of and in
accordance with a warrant Issusd under section §,

. may at any reasonable time —

(a) ...

6l "4 96 0N | SOV 9 SAYQH 00, 77934,
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(b ...
(c) seize -and detain, and, Wheﬁe ‘applic;alb/e,
remove for detention, all the goods in question

found af, on or in such place, premises or

vehicle;
(@) ...
. (€) ...
s

[18] Where an inspector acts without a wgrranf then any steps taken
by him will cease to have any legal effect ‘unless he or she
app!iés. to .a magistrate. or a judge of the High Court for

* confirmation of the action téken, either formally or pendente lits
withiri 10" court days of the day on- which those acts wa}e -
performed. ' Sectior; 5(4)(a) pfoVidés that if the judicial:oﬁicer
does not confirm the acts performed by the Inspector then the
latter must retum any goods-seized forthwith and make good any

damage: caused. Froreman J in Alvernia Benitalee:InreP &

" Section 5(4)(a).
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O Nedlioyd Ltd (umeported judgment, South Eastern Cape

Local Dmsion case Nos. 1201 &1202/02) mdlcated ' ,M;,.

““ectlon 5(4)(a) of the Act invalidated the legal effect of
s'eps purportedly taken in terms of the Act if not judicially
confirmed.”

[18] The constraints, directions and procedures regarding the manner
in which a search must be conducted are applicable to an
inspectcr acting in terms 4of a warrant apply mutatis mutandis to

~an Inspector acting on his or her own accord. ' An inspector

"2 gection 5(5), ar d in this regard the relevant parts of section 6 are as follows: “(5) An

inspector executir g @ warrant in terms of this section must immediately before
commencing with the execution the-sof - (a) Identify himself or herself to the person in
control of the place, premises or venicls to be entered upon or entered, if that person is
present, and hanc to that person a sopy of the warrant, or, if that person is not present,
affix a copy of the warrant to a prominent spot at, on or to the place, premises or
vehicle; (b) furnish that person at his or her request with particulars regarding the
inspector's authority to execute such a warrant: For that purpose an inspector may be
requested to product the certificate lssued in respect of him or her under section 22(3),
(6) An inspector who on the authority of a warrant Issued in terms of subsection (1)
may enter upon o- enter, and search, anyplace, premises or vehicle and search any
person thereat, thereon or therein, may use such force as may be reasonably
necessary to overcome any resistance to the entry and search. (7) An inspector may
enter upon or enter, and search, any place, premises or vehicle, and may search any -

person thereat, thereon or thersin, only If he or she audibly has first demanded access

thereto and has notified the purpos: of the entry, unless the inspector on reasonable
grounds is of the opinion that any goods, document, article or item may be destroyed
or be lost if access is first demanded and that purpose nhotified. (8) If, during the
execution of @ wa'rant in terms of this section, a person claims that any goods,
document, article or Item found st, on or in the place, premises or vehicle in question
contains privileged information and refuses the inspection or removai thereof, the

" ingpector executing the warrant, if of the opinlon that the goods, document, article or

item may be relevant to and necessary for the investigation of any complaint or any
alleged or suspected act of dealing in counterfeit goads, must request the registrar of
the High Court having jurisdiction, or that registrar's deputy, to seize and remove such
goods, document article or itemn for safe custody until the court has made a ruling on
the question whether or not the infcrmation in question is privileged. (€) In
undertaking any search for and inspestion and seizure of suspected counterfalt goods

v98 ON | SYQY 5 SAYCY 001
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when acting without a warrant is required to identify himself or

U herself when exerc:smq the powers of se;zure, removal detentmn

[50]

and collectlng evidence. ™ For that purpose an Inspector may

be requasted to produze the certificate issued, in respect of him

or her under section 22(3). *

Bharath in deposing to the answering affidavit purported to do so

"on behalf of the two respondents, but they, as organs of the

State, had the temerity not to take this Court into their confidence

to even depose fo a confirmatory affidavit that Bharath was in fact

: duly authorised to depose to the answenng afﬁdawt Goldstone J

in Gerhardt v Stafe President and Others 1989 (2) SA 499

(TPD) at 504G indicated:

"Slearly one person cannot make an affidavit on behalf of
enother and Mr Hattingh, who appears on behalf of the
three respondents, concedes correctly that | can only take
into account those portions of the second respondent's
effidavit in which he refers to matters within his own
knowledge. Insofar as he imputes intentions or anything

—else to the Sfale President, it is clearly hearsay and
inadmissible.”

an inspector may be assisted by the complainant (if any) or any othar knowledgeable
person in identify ng goods as suspected counterfelt goods.”

*® Section 6(5) [q.oted under footnote 12 above).
* luoted under footnote 7 above. '
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’ ,.‘no ev:dence that any persons or entmes namely Daimler- -

~ Chrysler South Afnca (Pty)ltd, BMW South Africa (Pty) Ltd ‘.

22

(n the instant case, first, except for Bharath’s mere ipse dixit,

Lo _there is no ev1dence tha,’( he is. m fact an. mspentor wﬂ,tu&uﬁ,me?,

contemp!aﬂon of the (.,GA The "Exammat/on Report”, namely

annexure ‘P to the answering affidavit, only indicates:

‘Examining Officer/s: Ebrahim, There is no proof whatsoever

that the deponent to the respondents’ answering affidavit is

indeed an inspector.  The least Bharath could have done Is to
have annexed a certified copy of the certificate issued in respect
of him under section 22(3) as documentary evidence, which is the

best evdence, that he is in fact an mspector Secondly, there is

includirg their attorneys Adams & Adams or any other owner or

license of an intellectual property right or rights laid a complalnt'

or for that matter Daimler-Chrysler and BMW, as owners of
intellec:ual property rights, applied to the second respondsnt to

seize and detain all goods which are reasonably suspected to be

counterfeit goods 5 Thers were no objective facts. before

Bharath on 28 Mezy when he seized and detained the

consignment of goods as being counterfeit goods. The criterion

3 ‘reasonable grounds fo suspect in section 4(1) and ‘suspected on reasonable
grounds’ in section 15(4) entail a question of objective fact that the goods are
suspected to be counterfeit goods. See: Watson v Commissioner of Customs and

Excise 1960 (3) 5A 212 (N) at 217-218,

J78 0N
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of reasonableness is not subjective, but objective in the sense
| -fh,a‘g it"islsuvb“jéctl‘to in_gi;e__jpig@_e_nt‘sbrutiny. % 'Thirdiy,..'.ggggming :
| tha;t Bharath is an inSpecfor With the'reqﬁisite powérs in‘ rélation
to counterfeit goods and having had reasonable grounds to
suspect that an offencs contemplated in section 2(2)(f) has been
| or is beng committed, that is that counterfeit gdods were or are
being imported and assuming that he exercised his functions on
28 May 2003 in seizing and detainir;g the consignment of goods - -
to collest or obtain evidenée rélating to the consignment of
suspected counterfeit goods without a warrant and there is no
v' leXplaqé1:ion.why a "V.Va.l‘l'al")t was not obtainéd in terms df-sgction' 6."
'Then by virtue of §ection 5(45(a) read witﬁ section 5(2) it was
incumbent hpon him tc have applied for confirmation by a judicial
offiéer, having jurisdiction in the area where the acts were
| - performed, within 10 court days of that day, when he seized ana
detainec! the goods. There is neither any evidence nor an
' exp‘lanation'that Bharath sought any such confirmation frorn_a
mag!strélte 'wifhin the ragisterial district of Durban or a judg'é of
the High Court of the Durban and Coastal Local Division.

Froneman J in Alvernia Benita Lee, supra, said:

Do Smith ot al, Judicial Review of Administrative Action, 5" ed., 305,

W4 bIBON SYQY % SA¥CY IR A EERY
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‘It is unlikely that the wrongful seizure of goods will be

o .. . challenged If the goods are in fact caunterfelt goods but

e - “that.very.fact may be-a powerful temptation.to state

L C officials to ride roughshod over the principle of legality-

upon which our constitutional order is based. My concern

i thus for the continued accountability of such officlals, not
the protection of counterfeiters.”

[22]  Since there is no evidance that Bharath was in fact an inspector

either ty appointment or designation under section. 22(2)(a) or

(3). Trerefore, he was not empowered In law to seize and detain-

the consignment of gcods imporfed by the applicant. When he

; seized and detained the goods there was no complainant who

R had an interest in tH'e"good's whether as owner pr‘lic.‘:'ensée‘..qf._any.
intellectual proﬁerty right in respect of goodé imported bylwthe

applicant. In the abéesnce of éogent evidence Bharath acted ulfra

vires tte provisions of the CGA in seizing and detaining the

applicant's consignment of goods.

. [23] .Once ‘again assuming that Bharath is' an inspector and upon
having seized and defained the goods he has not complied with
the duties set out in section 7.  For present purposes, the

relevant sub—sections of section 7 are:

‘7. Duties of inspector following selzure of goods -

5 4 yv8 0N, SWYQY § Savay AT AN EE
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(1) An inspector who, in exercising his or her

: e POVIETS (nltermhs( of. §'e:ction 4(1). has seized: >

suspected counterfeit goods must -
(a) ...

(b) fumish one of the originals of the inventory

fo the person from whom the goods were

seized and another to the compleinant (if

any) within 72 hours affer the seizure, -

(c) | ag\éoan as'bos'siblé" remove ‘tﬁé gc:‘od's',"'if
transportable, to a counterfeit goods depot
for safe storage, or, if not capable of being
removed or fransported, declare the
goods to have been seized, and seal off or

seal and lock up those goods or place

them under guard at the place where they

were found, and thereupoh that placé will

be deemed fo be a counterfeit goods

depot, and

PR
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(d) by written notice inform the following

inspéctbr in teﬁﬁé of éecz‘ion 4( 1) ana of '.

" bersons of " the .action . taken_ by the .

R

the address of the counterfeit goods depot

where the seized goods are kept:

0

(i)

The person from whom those goods

were seized; and
also -
(ga) ...

(bb) any person who, in relation to

those goods, qualifies in terms

pf section 3(1) fo be a

. complainant, but who had not

yet so Jaid a complaint at the .

time when
exsrcised those powers on his
or her own initiative as

contemplated in section 3(4).

the  inspector

SRS
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(2 In any notlc(a in z‘erms of subsectron ( 1)(d) that is

Jssued ~

Ll

(a) to the complainant, the complainant must be
notifled of his or her righz‘ by vm‘ue of section
9(1)(a) to lay a crimmal chargs, not later than three
days .after the date of the notice, against the
person fro'm whom those goods were seized

. (thereaftor called the suspect);

(b) to a psrson qualifying to be a complainant, as
conternplated in baragraph (d)(ii)(bb) of subsection
(1), the. inspector must invite that person (hereafter
callsd the prospective complainant) to lay a
complaiat with him or her, and lay with the South
African Pohce Service & criminal charge not later
than three days after the date of the nofice, agamst
the suspect for having performed an act of dealing

in counterfeit goods that is an offence in terms of

section 2(2).

e -
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(3) ...

on LRI R Lo s e

P

4 '(a)‘ A‘ny..'pers.oh preju.dl:ced by a _éeizuré'bf gbods'
in terms of section 4(1), may at any time
apply to the court on notice of motion for a
determination that the goods are not
counterfeit goods and for an order that they

be returned to hi:m or her.
(%)
(C) ' W

In paragraph 8.1 of the answering affidavit Bharath under oath
states that the container was stopped and detained by Ogle, an
import assessment officer for Customs and Excise. This initial

detention, according to Bharath, was sanctioned by sections

8B(1)(e) and 113A(1) of the CAEA read with section 4(1) of the

CGA. But, then at paragraph 26 Bharath states that at all times
he, hirnself, acted in terms of sections 88(1)(a), 106, 107 and
113A(") of the C&EA as well as section 4(1) of the Counterfsit

Goods Act. | am of tae view that:

CIWHNY X Taluny 777 L0007 ANy ‘('.
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o Section 88(1)(a) of the C&EA provides for the seizure of

< goods that are liable to forfeiture under the CREA. 7

v Section 106 provides for the taking of samples, inter alia,
on entry of imported goods and section 107 provides that
all handling of and dealing with goods for the purposes of

“he C&EA must be performed, inter alia, at the expense of

the importer. "  The underiying rationale for these = .

sections is to deten-nine‘éuty leviable in réspect of any
goods comprising a single oo_nsighment. Bharath by a
'me;'_nqrar:\duml,bf 1'3 June 2003, .hameiy‘ghhe,xure 'G" fo -
| tﬁe foundiﬁé affidavit, requested the appli'cant's élearing
"agents to pav the provisional amount of R24 000,00.
Subsequently, he and his Import Team refused to accept
the pr6visiona| payment without giving any reasons for
the refusal. Usually provisional payment is requested by
Customs and Excise as sé}cuﬁty to cover any additional .
import duty if it should "b'é determined that insufficient duty
had been paid. 1t is apparent that Bharath was acting as
a customns officer and not as an inspector. Theréfore, the

legitimate inference is that he was acting in terms of the

17 8ee footnote |5] above.
18 Sge para. [8] above.
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Customs and [xcise Act.  Gubby J in Mackeson v
Minister of Information, Immigration and Toutism and -

Another 1980 (1) SA74T [ZR] at 750H-751C/D said:

“Despite ihe outward appearance of validity, | have
no difficulty in accepting the proposition that it is
open to me to examine the purpose behind the
exercise of the discretionary power to detain, in

.order to c¢etermine whether it has been misused. |t

is well established that interference by a Court is
justified where a power granted for a specific
purpose has been used to achieve another and
different purpose; 80, too, where there is a pretence
to exercise the power for its intended purpose,

when in reality it is exerclsed for another and

different purpose.  In the words of Davis AJA in the

‘To pretend to use a power for the purpose
for which alone it was given, yet in fact to use
it for another, is an abuse of that power and
amounts to mala fides.’

And:

‘For to profess to make use of a power which

has been given by statute for one purpose

only, while in fact using it for a different

purpose, Is to act in fraudemn legis ... Sucha

~use is a mere simulatio or pretext.

See also Broadway Mansions (Pty) Ltd v Pretorié

City Ccuncil 1955 (1) SA 517 (a) AT 522b;
Mustapta and Another v Receiver of Revenue,

" Lichtenturg, and Others 1958 (3) SA 343 (A) at

348H-349A; Minister of Justice and Law and Order
and Atforney-General v Musarurwa and Others and
Nkomo and Others 1964 (4) SA 208 (Second
Respondent, A) at 214B-F; Minister van die SA

Polisie ¢n ‘n Andere v Kraatz en ‘n Ander 1973 (3)

SA 490 (a) AT 507H."

E
gt

- Jeading declsion of Van Eck NO and Van Rensburg
- NO v Etna Stores 1947 (2) SA 984 (A) at 997, 998:.

30
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* '[28]" When Ogle intially detained the goods and subsequently Bharatr
ssized gnd detained the goods in terms of section 88(1)(a) then
tﬁat detention and seizure were not in connection with counterfeit
goods. If the samples were taken in terms of section 106 then

they ware not taken in connection with the view to ascertain

whether they were counterfeit goods,

[26] Section 113A(1)(a) gives an officer a discretion to detain any.
goods to ascertain whether such goods are counterfeit goods as
contemplated in the CGA.  For present purposes the pertinent ...’

provisions read:

‘113A Powers and duties qf officers in connection

with c:oimterfeit goods
(1) An officer may -

(2) detain any goods fo ascertain whether
such goods are counterfell goods as

confemplated in the Counterfeit Goods

Act, 1997 (Act No. 37 of 1997); or

A A fORLIAVE X S A L7 7 —SNANT oy
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(b) notwithstanding anything to the contrary
s CONMAINEQif the Said Act, while acting. as

an )'nspectér as defined in fhatAcf -

() seize and defain any goods when

requested to do so in accordance with

the provisions of section 15 of the said

<

Act whether or not such goods are

undsr customs control.

. (i), seize. and detain any goods- in

accordance with the b'ro visiéh;s of 'z‘h‘e
said Act where such officer has
reasonable cause to believe that
such goods are prima facie
counterfeit goods as defined in that
Act while such goods are under

cusfoms control;, or

(i) ...

(2) Ah officer -

CWWAY X3 Saldnu L7007 i
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(a) méy refuse to detain any goods as
circumstances where the request to do o
does not conform with the requirements of

the said Act; and

(b) shall not seize or detain any counterfeit

goods- where the Commissioner is. not .. .:

indemnified against claims of any nature
which may result form such seizure and

S . S o L detention, - | L

3) Subject io section 43(6), no goods seized or
detained by an officer acting as an inspsector as
conternplated .in the Counterfeif Goods Act, 1997,

may be stored in a state warehouse except where

such goods are detained or seized for purposes of.

this Act,

(4)

(5)

o L0 N ALRIALE Y A DA B -
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. absenoe of mdemmty agalnst any clalm When the goods were .

34

(a)
.. |
(c) ..

Assuming that Bharath is an inspector and had reasonable

grounds to ‘cause to believe that such goods are pnma fac:e

- counterfeit goods whilst they were under customs control then as

an inspisctor she could neither seize nor detain the goods in the

' "lmtxally detalned there were no complamants as contemplated by

28]

+H0 N

the CGA nor were thare any complaints when the goods were
seized and detained by Bharath, By Virug of section 113A(2)(b)
an inspactor.is precluded from seizing and detaining counterfeit

goods unless the second respondent is indemnified. The

indemnity only arrived from Adams & Adams three weeks after

the p'urported verification by Richardson and Joy. .

Mr Wheeldon contended on behalf of the applicant that if the
goods ‘were seized and detained In terms of the CGA then
Bharath purported to act as an inspector and was obliged to

provide the applicant with a full inventory identifying and

MUMU AU XD S aiNnGg 7070 Ly
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categorsing the goods and to have conveyed the container to a

"counfcer’eit.goods 'dep‘ot in"terms of section ‘7-('1)'(b).; i"rhis;t.he,did.._.3,.'.;,.:. :

mnot cio. The apbiiéanf dici hot r'écéiv'e.an‘y notibe. in terms '}o‘f
section 7(1)(d), concomitantly the applicant was unable to
ascertain the reasons for the seizure and detention of the goods.
In rebuttal Ms Khatri, for the respondents, submitted without
‘ advancing any argument that section 7 is not applicable. It is
rather disquieting that Bharath actéd-with total impunity in-not
complying with the provisions of section. There was merit in the

applicant's conténtion that the goods were not stopped for

- 'general customs purposes, -since all the value. were properly

dedaréi, b.ut.for an' ulterior purpose namely 'anti-competitivé
| actions. The consigniment contained automobile parts thét would
fit Mercedes Benz or BMW vehicles. It was submitted that
Bharatt was not entitled to use the pravisions of the C&EA as a
means of delivering to Adams& Adams the samples of suspected
counterieit goods 'withqut compliance with the provisions_' of the |
CGA. According-to Bharéth, he acted in terms of s.ectvion‘ 4(1) of
the CGA. He did so unlawfully because there is no evidence that
he acted pursuant to & complaint laid with an inspector or on the
strength .of any other information at his disposal. If there was
. such information then he should have ;-xplained what was the

hature zind source of s'uch information which e failed o do.
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- the cbhfainer wér already conflrmed to be counterfelt guuhat“ L e

he had reasonable grounds to detam the entire contamer pendmg |

36

According to Bharath, in paragraph 28, two of the sample items in

determination on all the items but at that juncture Ogle had
already detained the goods. That initial detention by Ogle was
not unlawful. " However, it was Bharath who. seized and

detained the goods by then and on hls version the two samples

extracted from the contamer were “already” confirmed to be -

counterfeit goods. Mr Wheeldon rightly submitted that the

_detention and seizum of the goods infringed the applicant’s

:,constltutlonal nght unier sectlon 25(1) of the Constitutlon Act

- 108 of . 988. The subsectlon prowdes

'No law may perrnit arbitrary deprivation of property.”

This constitutional provisiort was considered, albelt in the context

of another statutory provision, in Janse van Rensburg N.O, en

“'m Ander 1999 (2) BCLR 204 (7), Van Dijkhorst J, at 221E-F

held:

' See; Henbass 3392 (Pty) Ltd v Commissioner, South Afrlcan Revenue Services,

. and Another 200%. (2) SA 180 (T) at 191B — B/C; D/E-E/F. This decision was

corfirmed by the Supreme Court of Appeal in Henbase 3392 (Pty) Lid v
Commissioner, Sauth African Revenue Services, and Another 2002 (3) 8A 26 (SCA).

b8 0N
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“Artikel 25(1) van die Grondwet verbeid arbitrére
ontneming van eiendom mag slegs ontneem word krytens

- algemeen geldende regsvoorskrif, . Die, bepallng.omvat

" ook geld en rosrende goed soos ‘blyk uit: artikel- 25(4)(b)
van die Grondwet. Met die gees van die bepalings kom
artikel 8(5)(a) van die Wet [op Skadelike Sakepraktye 71
van 1988] dus ook in botsing, al sou dit miskien in die lig
van Harksen v Lane N.O, and Others 1898 (1) SA 300

(I2C) streng gesproke nie onteiening neerkom nie.”

And Van Zyl J in Director of Public Prosecutioné : Cape of
- Good Hope v Bathg;ate 2000 (2) BCLR '151 | (C)‘pa‘ra. [82] at
173F-G held that the seizure of possession under the Proceeds
of Crime: Act 76 0f 1093 -

“.. méy also constitute arbitrary deprivation of property in
terms of section 25(1) of the Constitution.

These ¢licta suggest that the requirement that no law may permit
arbitrary deprivation of property involves at least an element of
. procedural fairmess. Thus, following upon the initial detention by
 Ogle, which was lawful, the subsequent seizure- arid detention of
thé Q&st by Bharath depﬁved the épp!icant of ifs probérty on the
strength of partisan affidavits which were not disclosed to the
applicart until they appeared as annexures to the respondents’

affidavit. This is not orly a flagrant breach of the provisiohs of the

® Sec also: Metcash Trading Ltd v Commissioner for South African Revenue Services
2000 (3) BCLR 318 (W) at 322-3 that sections 36(1), 40(2) and 40(5) of the Valus
Added Tax Act 82 of 1891 do not permit arbitrary deprivation of property.
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law under which he claims to purportedly derive his power, but

"'also a fundamental mfrmgement of the most basw tenets of the e e,

common law and precapts by the Constitution 2' The rsspondents
and their functionaries are certainly not above the law. They owe
a legal duty to members of the public, such as the applicant, to
act fairly. When they deploy their discretionary powers they

must curely be cognisant that they ére subject to the

requirements of good management. They are duty bOUnd to .

promots and malntain & high standard of professional ethics, by

being irpartial and fair to act without any bias or partiality, to

‘demonstrate transparency by provrdmg accurate mforma’uon

" and to ensure that there are no victime or favourltes 2 The

1301

respondents in particular are required to act in @ highly principled
way anl are subject to a stricter duty of faimess, # They must

not.act i1 @ highhandec fashion.

‘-Bharath reliesupon ths affidavits of David John Richardson, the

brand protection manzger of Dalmler-Chrysler, ‘and Christopher

#! Section 83(1) provides that ‘sveryone has the right to administrative action that is
lawful, reasonable and procedurally fair.'

# See section 19¢i(1)(a), (b), (d), (e} and (g) of the Constitution,

% See: Mpande Foodiiner CC v Commission for the South African Revenue Service
and Others 2000 (4) SA 1048 (T) para. [48) at 1067H-1088A.

2 R v Inland Reve nue Commisslonsr, ex parte Unilever pel snf Related Application

" [1996] STC 881 (CA) at 695f; F & I Services Ltd v Customs and Excise

Comnmissioners [2302] 8TC 364 (QR) at 337.
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Hastings Jay, the business development manager of BMW, as

e, verfication that the go<5ds are counterfeit goods:

. [311 According to Richardson that on 6 June 2003 he was sent a
digital image of a part to fit a Mercedes Benz vehicle which had
been suspected by P'it:. The photographs showed the péckaging
of a head lamp bearing a label C-Class. C-Classis 'a registered

 trade mark, in terms cf the Trade Marks Act 194 of 1993, In the .
name cf Daimler-Chrysler AG o;‘ Germany. He examihed the

photographs and noticed that this part was not in an original

advised without ‘ir{diéating by whom, where and when he was so
advised that the part itself did not bear any original tradé mark or
' part nurber. It was for this reason that he was satisfied that this
was not a génuine Mercedes Benz part. He concludes that after
carefully examining the photographs and as a result of his:
.perscma!' and ,profess}ional experience, together with the advice of
'Daimler--Chrysler intellectual br’operty aftomey, he was of the
opinion that the parts which Pitt inspected from the container are
counterfeit. What Is rather astonishing is that Richardson who
purported. to verify that the product is counterfeit did not examine
it himself and simply based his opinion on digital photographs

» and on hearsay information that the part is counterfeit. |n order -

» ¢ " .. Mercedss Benz packaging.  RicHardson states that he was . : .
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- adviseci him that the gril frame unitls Glearly hot an original BMW
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to form an opinion he relied on the advice of Daimler-Chrysler’s

".inteil_e'CFu;a_l property attorney. . He 'haitheffiaehtiﬂes the attorney . ... ...

nor is there a conﬂrm;atdry affidavit from that'attornéy or for that

maftter Pit, There is no explanation tendered for what particular

- reason the atliorney was not named nor why confirmatory

affidavits were not prosured. 2°

Likewiss, Christopher Hasting Joy, the business development

manager of BMW, also on 6 June inspected a digital photograph

of parts to fit BMW vehicles.  According to him one Maritz

part. It did not appear in original BMW packaging.  Upon
inspecton Maritz noticed significant differences in this part

compared to the original BMW bart and confirmed that it is not

. manufzctured from tools used by authorised BMW

manufzcturers. According to Joy that “BM” is a trade mark since

it is'we'l-known amongst members of the public and he Is advised

that it q'ual'iﬁes for. protection in terms of the provisiéns, of the

Trade Marks Act of 1993. However, he indicated that a
confirmatory affidavit by Maritz would be filed as soon as possible
but such an affidavit was not delivered even at the time of

hearing. In the final paragraph, Joy also reached the same

% The fallure to clisclose the soures of information constitutes an irregularity. See:
Brighton Furnishers v Vifjoen 1847 (1) SA 33 (GW).-
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opinion as Richardson that the part is a counterfeit. His opinion

) IS also based on hearsiay and is. subject to the same cnttcnsm as

that of F fchardscm s affidavit.

The affidavits of both Richardson and Joy are substantially
hearsay. 2  They do not prove that the parts are counterfeit

goods, It is common cause that Adams & Adams are the

" attomeys of both Daimler-Chrysler South Africa (Pty) Ltd and

BMW South Africa (Pty) Ltd. There was no affidavit from Adams

&Adam(; to conflrm the assertions of both Richardson and Joy.

o Ta for the. opinion the two deponents relied on the advnce of

their atiomeys and that of St. Piit to conclude that the parts ]

portrayed on the digital photographs are counterfeit goods. What
is criticelly starling is that Bharath, in opposing thé applfcation on
behalf of the respondeuts‘,', relies on pure hearsay and as such the
affidavits of both Ricnardson and Joy are susceptible to be

inadmissible. On a careful scrutiny their respective depositions

RS

" do not establish that the items are in fact counterfeit -goods.

Even if Pitt and Bharath had reasonable grounds for suspecting
that the goods are counterfeit and assuming that Richardson's

and Joy's affidavits are admissible, then the mere fact that the

2 Subject to the pravisions of the Law of Evidence Amendment Act 45 of 1988, as a
general rule hearsay is not psrmittec in aﬂ' davits: Van Winsen et al, the Civil Practice
of the Supreme Court of South Africa, 4™ ed., 388.
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importaion of the consignment in question is suspected to be

. countereit gosds, does not per se taint the goedé as being such
in the absence of proof of infringement of infellectual property

~ rights.

There can be no counterfelting in terms of the CGA.where there

is no underlying “intellzctual property right” or a prohibited mark.

and Others (unreported judgment, ”16 July 2003, Durban' and

Coastai Local Division case No.1334/2003) said:

“g) Hence, if the word iinfrin‘ge' in its 'ordinafy'USage"

has a wider méaning than its meaning in terms of
the TMA [Trade Marks Act] or the Copyright Act that
meaning should be attributed to the word ‘infringed’
in the proviso to the definition of the word
‘counterfeiting’ ..."

mere presence of a registered trade mark on a product or

packaging does not render it an “infringement”, since there are a -

mark itself, as such, which is protected. The purpose of trade
mark law was expressad in James Burroughs Limited v Sigh

of the Béefeater, Ine, 340F 2d 266 (1976) as follows:

‘Majid J in The GAP Inc. and Others v A M Moolla Group Ltd .~




[36]

43

‘A ‘trademark’ is not that which is infringed. What is
infringed is the right of the public to be free of confusion

and the synonymous right of a. trademark owner to control - .

" his product's reputation.”

Mr Khari was at pains in attempting to persuade me that the

letters “BM” were distinctive of BMW. There is no cogent

evidenca to this effect save for the ipse dixit of Joy,' "There is no

evidence that the letters are registered trade marks. 'Although "C-

Class” ‘s a registered trade mark of Daimler-Chrysler AG of |

Germany and it appeared only on the packaging of a head lamp

but that does not estadlish that the head lamp was a counterfeit - -

item since it did not bear any trade mark or number. The Court

of Justice of the European Communities in Philips Electronics
NV v Remington Consumer Products Ltd Case C-299/29
[2002] Al ER (EC) 634 at 649 held: |

“... the essential function of a trade mark is to guarantee

tf;e identity of the origin of the marked product to the
~consumer or the end user by enabling him, without any

‘possibility of confusion, to distinguish the product or-

" sarvice from others which have another origin, and for a
trade mark to fulfil its essentlal role in the system of
undisturbed cornpetition which the [EC Treaty] seeks to

gstablish, it must offer a guarantee that all goods or-

sarvices bearing it have originated under the control of a
s.ngle undertaking which Is responsible for their quality ...".




And in order to fulfil this function a trade mark must be distinctive.

.Thus Lord Walker m R vJohnstone, supra, para. [64] at 902b/c," S

| aptly remarked

‘Distinctiveness is in this context to be contrasted with
tescripliveness.” .

The designation “C-Class" on the packaging and “BM" are

descripiive and Uncohnected with the question of trade mark use. |

s essentially a question of fact. Ultimately the burden of

) provmg that fact on a balance of probabmty rests on the

- respondents and as such they have nait dlscharged that onus that 3

[37]

there has been an infringement of trade mark.
in the final analysis, | am of the considered opinion that:’

. ‘it was Ogle and not Bharath who initially detained the

goods, That de:ten\tion'was. not untawful.

. Bharath\purporting to bé an inspector was ‘not empowered
1o.seize and detain the consignment of goods imported by
the applicant in terms of the provisions of the Customs
and Excise Act and the Counterfeit Goods Act. He acted

Ultra vires the latter Act and for an ulterior purpose,

rL ‘
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» fBharath had reasonable cause to believe that the goods

" are prima facie counterfeit goods whilst they were under . |

customs control then he cbuld not seiié and detain the
goods in the absence of indemnity against any claim.
When the goods were first detalned there was neither a
complaint nor an indemnity. The indemnity was securad
later accompanied by purported verification. The
verification was based on hearsay and.tantanﬁounted to

inadmissible evidence.

.- When Bharath 'se_i‘ze.c'i‘ and detained the goods, hé, d;d s0
without & warr:ant.and failed to ;:;rocure conﬁrmétion fréni a
magistrate or judge within the stipulated time period of 10
court days, that was from 28 May on which day he acted
without a warrant. Consequently, section 5(4)(a)
invalidated the legal effect of steps purportedly taken in

terms of the CGA. -

» Bharath failect to comply with the provisions of section

7(1)(b), (), (d)(1) and (ii)(bb) of the CGA.

[38] . Under the clrcumstances, the appropriate remedy is contained in

* section 10(1)(b) of the CGA which provides that without.




'_proceecimgs relatmg to counterfext goods such 8 court may orderi .

139]
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'derogating form the powers of the court in any civil or criminal

that the goods be reledsed fo any person spemﬂed in the order

Before | conclude, it Is necessary to interpose to express the
Court’'s disquiet that the respondents have demonstrated utter
disdain for the rules and practice of court in not delivering
confirmatory and verifying affidavite from the two respondents . .
themselves as well as from M' Og;ie, 8t. John Pitt and Jaco Kratft.
Nor did the respondents procure affidavits from Manie Maritz and

the mte!lectual property attomey referred to in the aﬁldavxts of

" both Ru:hardson and Joy. ltis incumbent upon the respondents

as organs of state 1o have deference to the princip)es and
procedures of the court process in the civil juetice system. They
are not above the law. If they come to Court without adhering to
the Court rules and practices, and in defiance of principles and

procedures they do so at their peril.

Having said that, nelther Dairnler-Chrysler nor BMW invoked the

provisions of section 15 of CGA. Neither of them intervened in

those preceedings to protect their respective intellectual property

" rights i the face of the Importation of the allegedly suspected

counterfeit goods by the applicant. | conclude that Bharath acted -
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unlawfully in selzmg and detaining the goods contained in the

f’icontamor EMCUQOQHSO .and their ° contmued sexzure and

detentfcn under the c:rcumstances is a perpetuatlon of that
unlawfulness. Further, since there is no evidence in the form or
written notice as required by section 7(1)}(d) read with section
7(2)(a) and (b) to the co;ﬁplainant ortoa prospe‘ctivg _comp!ainanvt

to lay a complaint with the inspector and with the South African

Police Siervices a criminal charge, nof later than three days after - - ..

the notice (that notice ought to have been issued on or about 4

June 20083) agamst the applicant for aﬂegedly deahng In

_vcounterfelt goods Therefore, by virtua of sectton 10(1)(b) the, o

consignment of goods should be released to the applicant

forthwitt, Accordingly, the following order is made:

1. That the applican:'s non-compliance with the Rules of Court

is condoned since: this matter is one of urgency.

2. That it is declared that the_consignmént of motor vehicle

paits contained in container number EMCUQ090150 was
stopped and detained by M Ogle on 28 May 2003 in terms
of the provisions of the Customs and Excise Act 91 of 1964

ancl/or Counterfeit Goods Act 37 of 1997; and subsequently
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selzed and detained by Ebrahim Bharath on or about 4

. June 2008 interis of Act 37 of 1997 are unlawful.

3. Trat the first and second respondents are directed to
forthwith release: the consignment of goods, referred to in

paragraph 2 abovs, to the applicant.

4. That the first and second respondents are ordered to pay,
jointly and severally, the costs of this application, including

the costs of the postponement on 18 July 2003.

E M PATEL
Judge of the Migh Court
For the applicant Mr R B R Wheeldon of
Webber Wentzel Bowens
Johannesburg
Forthe responclents:  Ms T Khatri instructed by the -
State Attorney




